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DETAILED ACTION 



Double Patenting 



1 . Applicant is advised tliat sliould claim 1 be found allowable, claim 15 will be 
objected to under 37 CFR 1.75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 



2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described In a printed publication In this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 



3. Claims 1-2, 15, 17, 22 and 24 are rejected under 35 U.S.C. 102(b) as being 



Regarding claim 1, Emmer teaches a binding element comprising: i) an 
elongated spine (strip 10); ii) at least two and no more than seven fingers (rings 1 1 ; note 
that Emmer teaches a binding element with "any number of rings," as set forth in col. 2, 
lines 46-47) forming closed loops with the spine (see figs. 1 , 2 and 3), the fingers being 
adapted for movement between an open position and a closed position (see col. 4, lines 
53-56), said fingers being spaced at said standard distances (see col. 2, lines 43-46); 



Claim Rejections - 35 USC § 102 



states. 



arjticipated by US, Patent No, 2,363,848 to £mm«f (*Efnmef).i 



i Comment [MIJ: ro. ^^.e■'e 
i wrong siatute here, )f shouid be "(b)" 
i irjstead of "(a)". 
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and iii) structure for maintaining the fingers in the closed position (note that strip, in its 
flattened position, keeps the rings in the closed position, as seen in figs. 1, 2, 4 and 7). 

Regarding claim 2, Emmer teaches the binding element of claim 1 wherein the 
spine (strip) and fingers (rings) are unitarily formed of a polymeric material (see col. 2, 
lines 43-46). 

Regarding claim 15, Emmer teaches the binding element of claim 1 further 
comprising a structure (strip) to a secure the fingers (rings) in the closed position (note 
that strip, in its flattened position, keeps the rings in the closed position, as seen in figs. 
1 , 2, 4 and 7) . 

Regarding claim 17, Emmer teaches the binding element of claim 15 wherein 
each finger (ring) comprises a pair of finger elements (portions 12), at least one pair of 
finger elements having a mating structure positioned at its distal ends (see col. 2, lines 
51-55), the structure to secure comprising the mating structure (given that the ring 
portions [upon which the mating structure components are located] are integrally formed 
with and extend from the strip, the structure to secure comprises the mating structure). 

Regarding claim 22, Emmer teaches the binding element of claim 15 wherein the 
structure (strip) to secure releasably secures the fingers in a closed position (see col. 4, 
lines 53-56). 

Regarding claim 24, Emmer teaches the binding element of claim 1 wherein each 
finger (ring) comprises a pair of finger elements (portions 12) extending from the 

elongated spine elements (longitudinal halves of sthp) respectively (see figs. 1-5). 
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4. Claims 1, 15-16 and 18-23 are rejected under 35 U.S.C. 102(b) as being 
anticipated by U.S. Patent No. 2,878,816 to Panfil ("Panfil"). 

Regarding claim 1, Panfil teaches a binding element comprising i) an elongated 
spine (plate 4); ii) at least two and no more than seven fingers (ring posts 12; note that 
Panfil teaches the use of a "desired number of ring posts," as set forth in col. 1 , lines 
38-39) forming closed loops with the spine (see figs. 1 and 3), the fingers being adapted 
for movement between an open position and a closed position (see col. 2, lines 21-27), 
said fingers being spaced at standard distances (see fig. 1); and ill) structure for 
maintaining the fingers in the closed position (locking member, as described in col. 1 , 
lines 65-71). 

Regarding claim 15, Panfil teaches the binding element of claim 1, further 
comprising a structure to secure the fingers in said closed position (locking member, as 
described in col. 1, lines 65-71). 

Regarding claim 16, Panfil teaches the binding element of claim 15 wherein the 
spine (plate) and at least one finger (ring post) comprises a mating structure, and the 
structure to secure comprises the mating structure (see fig. 3). 

Regarding claim 18, Panfil teaches the binding element of claim 15 wherein the 
spine (plate) comprises at least a pair of elongated spine elements (plate 4 and strip 8, 
as seen in fig. 1), and the structure to secure (locking member) comprises a coupling 
structure along the spine elements (see figs. 1 and 3). 

Regarding claim 19, Panfil teaches the binding element of claim 15, further 
comprising end tab portions (end 17), said structure (locking member) to secure 
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comprising a coupling structure (see col. 2, lines 25-31) along the end tab portions (see 
fig. 1). 

Regarding claim 20, Panfil teaches the binding element of claim 15, wherein the 
structure to secure (locking member) comprises a biasing structure that biases the 
fingers in a closed position (see col. 1, lines 40-41). 

Regarding claim 21 , Panfil teaches the binding element of claim 15, wherein the 
structure to secure (locking member) substantially permanently secures the fingers in a 
closed position (see col. 1 , lines 32-36). 

Regarding claim 22, Panfil teaches the binding element of claim 15, wherein the 
structure to secure (locking member) releasably secures the fingers in a closed position 
(note that despite the "permanent" locking feature, rings may be opened by following the 
steps disclosed in col. 2, lines 18-24). 

Regarding claim 23, Panfil teaches the binding element of claim 1, wherein the 
spine (plate) comprises at least two hingedly coupled, elongated spine elements (plate 
4 and strip 8, hingedly connected by pin 7, as seen in fig. 1). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
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the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

7. Claims 1 1 and 13-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Emmer. 

Regarding claim 1 1 , Emmer teaches ifi:<s:::bind:ing:::@len:<sn1;::@l::Qtaifi{«^^^^^^^ 
fingers form a closed loop with the spine, the closed loop having a generally oval shape 
(note that Examiner considers the Emmer rings to have a "generally" oval shape) 
having a major diameter and a minor ctiamet^ (note that every oval shaped objec* 
inherently has major and minor dtameters)* but iiaifs to specifically teach 1f»e major 
diameter being at least 0.05 inch greater than twice the back gauge, and the minor 
diameter being at (east 0*10 inch greater tiian ^e b&ok gauge. However^ it would have 
been ant obvious malter of design choice to have modified the Emm^ m& in accord 
with ttie datmed dimensions, since Applicant has disclosed that using rings having 
the claimed dimensions solves any stated problem or is for any particular purpose, and 
it appears that the Emmer ftngjS would perform et|uaity well ais disclosed; accx^rdingly, it 
would have b»een obvious to a person of ordinary sltlil in the M at Sie time of the 
invention to modify the Emmer rings in accord with the claimed dimensions, in order to 
securely hold papers and provide a desirable appearance)| 
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Regarding claim 1 3, jEmmer, as moctified (in the manner and for the reason set 
forth in the rejectiort of claim 1 1 , above}, teaches the binding element of claim 1 1 , but 
fails to teach the major diameter being no more than 0.50 inch greater than twice fie 
back gauge, and the minor diameter being no more than 0.20 inch greater than the back 
gauge. However, using rings lias^ng the claimed difnens«»is is merely a matter <rf 
design choice, for the reasons set forth In tie i^jecion of claim 11, above. 

Regarding claim 14, Emmer, as modified (in the manner and for the reason set 
forth in the rejection of claim 1 1 , above}, teaches the biding elenaent of claim 1 1, but 
fails to teach the major diametear besng on the order of 0~0@ inch greats than twice the 
back gauge, and the minor diameter being on the order of 0.15 inch greater than the 
back gauge. However, using rings having the claimed dimensions is merely a matier of 

design choice, lorthe fea«)^ns set iorth in Sie rejection of c^aim 1 1, above' 

8. Claims 3-10 and 25-26 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Emmer in view of Applicant's admission of prior art. 

Regarding claim 3, Emmer teaches the binding element of claim 1 wherein each 
finger (ring) has a central axis (note that Examiner considers the central axis of each 
ring to be the vertical plane extending through the width of each ring when it is in its 
upright position in the completed binding element), the binding element comprising two 
fingers (note that as set forth in the rejection of claim 1 , above, Emmer teaches "any 
number of rings," spaced apart from one another), but fails to teach the fingers having 
central axes spaced apart on the order of 2.75 inches (7 cm). However, Applicant's 
admission of prior art teachesj tliat the claimed spacing is a starvdard ring spacing 
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interval \n too$e-)eaf perforation patterns, (see specification page?, lines 15-18, and fig, 
1 Accordingly', it would have been obvious to a person of ordinary skill In the art at 
the time of the invention to include two fingers, having central axes spaced apart on the 
order of 2.75 inches (7 cm), in order to accommodate standard loose-leaf pages with 
corresponding perloratois for tander mgi (note that the forgoing obyiousness 
statement is made in light of the fact that Applicant has not disclosed any reason for the 
claimed spacing dimensions other than the obvious need to correspond with 
standardized [as noted in Applicant's admission of prior art] loose-leaf pertoration 
patterns). 

Regarding claim 4, Emmer teaches the binding element of claim 1 , comprising 
two fingers, but fails to teach the fingers having central axes spaced apart on the order 
of S.5 inches (21 J om}. iiowever^ /^plicanfs admission of prior art: teaches that 8ie 
claimed spacing is a sland^^d ring spacang interval in loosest perforaS<»i pattens, 
(see specification page 6, tines 25-28, and fig. 19). Accordingly, it would have been 
obvious to a person of ordinary skiil in the art at flie time of the Invention to Inctude two 
fingers, having c?entral axes spa<^d apart on 8ie order of 8.6 inches (21 .6 tan), lor the 
reason set forth In the rejection oF claim 3, above. 

Regarding claim 5, Emmer teaches the binding element of claim 1 comprising 
first, second and third fingeihs (rings),^ but talis to teadi the lirst and s^icond fingem 
havtrtg central axes spaced apart <m the c*der of 4.25 Indies (1 1 can), and the^ second 
and third fingers having central axes spaced apart on the order of 4.25 inches (1 1 cm). 
However, Applicant's admission of prbr art teaches that the claimed spacing is a 



Comment [M4]: Where is this | 
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Standard ring spacing interval in loose-leaf perforation patterns, (see specification page 
&, tines 25-2&, and fig. 19), Accsordingly, it would tiave been obvious to a person of 
ordinary skill in the art at the time of the invention to include three rings, the first and 
second fingers having central axes spaced apart on the order of 4.25 inches (11 cm), 
and aie second and thiitl lingers hamng centrai ax^ spaced apart on tie order of 4,25 
inches (1 1 am}, tor the reason set forth in the rejectior* oF ctain* 3, above. 

Regarding claim 6, Emmer teaches the binding element of claim 1 comprising 
two fingers, but fails to disclose the fiiigers having ce^trai axes spaced apart on the 
order of 3. 1€ inches cm). However, Applicant's admission of prior ait teaches that 
the claimed spacing is a standard ring spacing interval in ioose-leaf perforation patterns, 
(see specification page 7, lines 22-26, and fig. 19). Accordingly, it would have been 
obvious to a p&tsm of ordinary ski in the art at 8ie time of ttie invenPon to Include two 
fingers, having central ajces spaced af:^ on 8ie order of incJjcs {S cm), fcff ttie 
reason set forth in the rejection of claim 3, above. 

Regarding claim 7, Emmer teaches the binding elem^t of claim 1 comprising 
first, secorjd. Siird, and foirth lingers {rings} {note that as set torti m the reje<J«n of 
clatm 1, above, Emmer teaches *ar^ number of rings," spaced apart from one another), 
but fails to teach the first and second fingers having central axes spaced apart on the 
order of 3. 15 inches (B cm),^ the seoimd and ^Ird finders having centml axes spaced 
apart on tie order of 3.1S ifidtes {B om), and the tilrd and ^urth fintg«#s having central 
axes spaced apart on the order of 3.1 5 inches (8 cm). However, Applicant's admission 
of prior art teaches that the claimed spacing is a starKiard nng spacing interval in loose- 
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leaf perforation patterns (see specification page 7, lines 22-28, arrcl fig. 19), 
Acoordir^iy, it would have be^ obvious to a person of ordinary skill In the art at tie 
time of the invention to include four fingers, the first and second fingers having central 
axes spaced apart on the order of 3.1 5 inches (8 cm), 8ie second and third fingers 
having centtal axes spaced apart m the <i»derof 3.15 inches (6 cm), and the third ^d 
fourth firK|8fs having central axes spaced on the miim of 3. IS Indies (6 tsm), for 
the reason set forth in the rejection of claim 3, above. 

Regarding claim 8, Emmer teaches the binding element of claim comprisir^ two 
fingers {nois that as setfor^ in the rejedticm of daim i, above^, Emm^ teaches "any 
number of rings," spaced apart from one another), but Emmer fails to disclose the 
fingers having central axes spaced apart on the order of 6-3 inches (16 cm). How^ever, 
Applicant's admission <rf prior ait discloses that Sie daimed spacing is a sland^^d ring 
spacing intervat in loc^e-teaf peribration patterns (see specicaSon page 7, lines 22-2S, 
and fig. 19). Accordingly, it would have been obvious to a person of ordinary skili in the 
art at the time of the invention to include two fing^s^ having central axes spaced apart 
on the order of 6,3 inches, for the reason set forth in the rejection of claim 3, above. 

Regarding claim &, Emmer teaches the binding elem^t of claim 1 comprising 
five fingers linearly disposed including a central finger, a pairof outermost fingers , andsa 
pair of intermediate fingers disposed between the cenlcai and outermost fir^ers (note 
thai as se*1bi#» in the rejection of claim 1 , above, Emmer teadhes *any number of 
rings," spaced apart from one another), but Emmer fails to teach the outermost fingers 
having central axes spaced on the order of 4.25 inches (1 1 cm) from the central axis of 
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the centrai f\f\gm, and the intermediate fingers having central axes spaced on the order 
of 3.25 intdies {SM cm) &om the central axis. However, Applfcarrt's admission of prior 
art teaches that the claimed spacing is a standard ring spacing interval in loose-leaf 
perforation patterns (see specification page 6, lines 25-31, and fig. 19). Accordingly, it 
would have been obvious to a person of ordinary ski In the art at t^e time of the 
invention to tncliKje Sve fit^e^s^ the outermost finger having centt^l axes s^paced m 
the order of 4.25 inches (11 cm) from the central axis of the central finger, and the 
intemfiediate Sngers having cenfeat axes spaced an the order of 3,25 inches (8,5 cm) 
from the central axts^ for the reason set forth In ^e rejection of dsam % above. 

Regarding Claim 10, Emmer teaches the binding element of claim 1 comprising 
seven fingers (rings) linearly disposed including a central finger, a pair of outermost 
fingers, a first pair of (ntermediate Sngers disposed between the c^tr^ and out^most 
fingers, and a seamd pair of intermediate lingers disposed betwe^ the cental and the 
first pair of intermediate fingers (note that as set forth in the rejection of claim 1 , above, 
Emmer teaches "any number of rings," spraoed apart from one another), but Emmerfails 
to disclc^e 8ie outermo^ fingers havirig c^trai ax^ spaced on the order of 4,25 ifiches 
(11 cm) from the central axis <rf the cental finger, the first set of intermediate lingers 
having central axes spaced on the order of 3.25 inches (8,5 cm) from the central axiss 
and tiie second set of intermediate fingers havtr^ oenlrai axes spaced m the order of 
2,25 inches {5.5 cm) from the cental a)^, Hoi«i!ev€*, Apfdlcanfs admission of piles' art 
teaches that the claimed Spacing is a standard ring spacing interval in loose-leaf 
perforation patterns (see specification page 6, line 25- page 7, line 1 , arvd fig, 19). 
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Accordingiy^ it would have been obvious to a person of ordinary skill in the art at the 
time <rf the irtverrtion fa? include seven rir^s, the outermost Ungers havlr^ central axes 
spaced on the order of 4.25 (1 1 cm) from the central axis of the central finger, the first 
set of intermediate fingers having central axes spaced on the order of 3.25 inches {8.5 
cm) frmn the cenfe'af axis, and the sec<»id «et of intermediate fingers having central 
axes spaced an the order of 2.25 Indies (5.S Cfift) fyom fie central axis, tor Itie reason 
set forth in the rejection of claim 3, above.! 

Regarding claim 25, Emmer teaches the binding element of claim 1 , but fails to 
teach the spine (sb'ip) havang a ler^th on the ord^ of 3-1€i'5 Inches (2C|!'-42 cm). 
However, Applicant's admission of prior art teaches that the claimed range of spine 
length corresponds with a standard range of page length in the loose-leaf binder field, 
(see specification page i5, lines l-2)> ^Accordingly, it would have been obwusto a 
person of ordinary sifi in the art at the Sme of the Invention to use a spine having a 
length on the order of 8-16.5 inches (20-42 cm), in order to accommodate standard 
ioose-le^ pages (note that the forgoing obviousness statement is made in light of the 
fact that Applicant has rm^ disclosed any reason fii» the claimed spine dimensions oth^ 
than the obvious need to correspcmd wth standardized Jas noted in i«^pli<^niPs 
admission of prior art] loose-leaf pages).! 

Regarding claim 26, Emmer, as modified (in the manner and for the reasons set 
forth in the rejection of claim 25, above) teaches Ihe binding eternal of claim 25 
wherein the spine (strip) has a length on the order of 8.3 inches (21 cm), 8.5 inches 
(21.5 cm)j 1 1 inches (28 cm )» 1 1.7 inches (30 cm), 14 inches (35.5 cm), or 16 inches 



Comment [M5]: i ■ - 

stMetl in the Specification? If 
applicant states this, then the 
rejection of this ciaim shouid be 
Emmer in view of Applicant's 
submission of Admitted Prior Art. You 
.vo. c -eec -o jo — o .- - v n ' 
rejection what page and line numbers 
stafethis. 
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^i0:?:i::6i)lCnOte^t^ 

the rejection claim 25, above). 

9. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Panfil. 

Panfil teaches the binding element of claim 1 wherein the fingers (ring posts) 
form a closed loop with the spine (plate), the closed loop having a generally "D" shape 
(see figs. 1 and 3, showing ring posts forming closed loops in the shape of a "D" rotated 
90 degrees counter-clockwise) having a major diameter and a minor diameter (note that 
every "D"-shaped object inherently has major and minor diameters), but Panfil fails to 
teach the major diameter being at least 0.03 inch greater than twice the back gauge, 
and the minor diameter being at least 0.10 inch greater than the back gauge, the minor 
diameter being disposed between the spine and the fingers. However, itiWQtiJd hawe 
been m obvious maKer of design clioice to have modified f>e Panfil ring posfe in aocord 
with ttie claimed dimensions, since ;*^pij€ant has ne* ctisclosed that using ring posts 
having the claimed dimensions solves any stated problem or is for any particular 
purpose, and it appears that the Panfil ring posts wcwid periorm equally well as 



10. Claims 25-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Panfil in view of Applicant's admission of prior art. 

Regarding claim 25, Panfil teaches the binding element of claim 1 , but fails to 
teach the spine (plate) having a length on the order of 8-16.5 inches (20-42 cm). 

However, Applicant's admission of prior art teaches that the claimed range of spine 
length corresponds with a standard range of page lenigth in the loose-leaf binder fiekJ, 



i Comment [M7]: TM. c, i,- ,. c 

i obviousness rationale in an 
i anlfcipatory rejetSion. Yqu should 
i feject *iis clairrmnder 1 03 over 
i Emmer. 
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(see specification page 5, lines 1-2), Accordingly, it would have been obvious to a 
person of ordinary skill in the ait at the Sme of the invention to use a spine having a 
length on the order of 8-16.5 inches (20-42 cm), in order to accommodate stetndard 
loose-leaf pages (note that the forgoing obviousness statement is made in tight of the 
fact that Applicant has not disclosed any (Bason fcx the claimed spine dimensions other 
than the ctovfous need to corre&pctfid nAalth standardized [as noted In Applicanfs 
admission of prior art] loose-leaf pages)J 

Regarding claim 26, Panfil, as modified (in the manner and for the reasons set 
forth in the rejection of claim 25, above), teaches the binding element of claim 25 (see 
rejection of claim 25, above) wherein the spine (plate) has a length on the order of 8.3 
inches (21 cm), 8.5 inches (21.5 cm), 11 inches (28 cm), 11.7 inches (30 cm), 14 inches 
(35.5 cm), or 16 inches (40.5 cm) |note that al| claimed spjne lengths fe within the 
range of lengths recited in the rejection of claim 25, above). 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JUSTIN V. LEWIS whose telephone number is 
(571)270-5052. The examiner can normally be reached on M-F 7:30am - 5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica S. Carter can be reached on (571) 272-4475. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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12. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Monica S. Carter/ 

Supervisory Patent Examiner, Art Unit 3722 



